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DETAILED ACTION 

1 . This case has been reopened after the pre-appeal conference. 

Claim Rejections - 35 USC § 112 

2. Claims 29 and 41 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 29 and 41: Applicants' state "...the protective coating is removable with a 
removing agent comprising a base and a complex former." The fact that the coating is 
removable is not actually part of the greenhouse. It is unclear how this limitation is directed to 
the polymer layer and the greenhouse. How it is removed and what it is removed with is 
irrelevant. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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5. Claims 29-37 and 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
van Rossum et al. (EP 0478067, hereinafter EP-067), and in view of Yoshida et al. (U.S. Patent 
5,574,117, hereinafter '117). 

Claims 29-37 and 39-41: EP-067 teaches a removable protective coating [it is inherent 
that the coating is adhered to outer surface otherwise it would not need to be removed] on a 
transparent surface such as the outer surface or a greenhouse [page 2, lines 1-3] for preventing 
burning of the plants. EP-067 further teaches that the coating comprises a divided pigment, such 
as, calcium carbonate [reads on "the pigment" of claim 35 and "pigment divider" in claim 39; 
page 2, lines 57-58;page 3] and a binder EP-067 teaches that the coating is removable using 
sodium hydroxide and complex shapers such as trisodium salt [reads on "a base" and "a complex 
former" in claims 29 and 41]. 

EP-067 does not teach the specific properties of the polymer. However, EP-067 teaches 
other copolymers based on carboxylic residues. '117 teaches that it is known to use an acrylic 
polymer (i.e., a polymer based on carboxylic acid residues) within the claimed weight-average 
molecular weight [10,000 to 500,000; col. 7, lines 45-46], the claimed acid value [65 mg/g; col. 
7, line 44], the claimed polydispersity [4; col. 7, lines 47-48], and the claimed glass transition 
temperature [0°C or higher; col. 7, lines 46-47] in a removable protective coating [col. 1, lines 
12-15; col. 8, lines 25-27]. 

'117 teaches that the weight-average molecular weight, the acid value, polydispersity, 
and the glass transition temperature can be optimized [see cols. 20-69]. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to optimize the 
following properties of the polymer: weight-average molecular weight, acid value, 
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polydispersity, and the glass transition temperature, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955). 

'117 further teaches that for an alkali soluble adhesive the polymer binder is combined 
with solvent wax, tackifier, and if 100 parts of a polymer is combined with 0-400 parts of 
solvent, 0-50 parts of wax, and 0-50 parts of tackifier [col. 7, lines 17-22], then the amount of a 
binder as set forth in the instant claims 34 and 36 is clearly within the claimed range. 

Furthermore, 1 1 17 teaches the use of adhesion promoters [reads on claim 37; col. 5, lines 
34-39] and of polycarboxylic acid thickener [reads on claim 40; col. 39, 48-49]. 

Regarding the recitation "removing the protective coating with a removing agent 
comprising a base and a complex former" in claims 29 and 41, this recitation is a statement of 
intended use (even though EP-067 teaches this limitation). The polymer is known and presumed 
to have the same properties of it being adhered to glass, since the prior art teaches it is capable of 
being performed. See MPEP 2114. 

6. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over EP-067 and '117 
as applied to claim 29 above, and further in view of Wieczorrek (U.S. Patent 4,409,266, 
hereinafter '266). 

Claim 38: EP-067 and '117 teach the limitations of claim 29 above. They do not 
explicitly teach silanes as adhesion promoters. '266 teaches a shatterproof coating of glass 
surfaces by coating the surfaces with a coating composition. The glass surfaces to be coated 
before application of the coating composition with a physically drying priming lacquer 
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containing a silane adhesion promoter and a catalyst which accelerates hardening of the coating 
composition [abstract]. All of the above references are concerned with a protective coating 
applied to surface with adhesion promoters. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to utilize the silane adhesion promoter of '266 in the 
coating of EP-067/'l 17 because'266 teaches that it is a suitable material for use as an adhesion 
promoter. 

7. Claims 29-37 and 40-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 51127181, and in view of '117. 

Claims 29-37 and 40-41: JP-181 teaches a light-selective transmitting film comprising 
polyalkyl methacrylate type copolymer films as the base material and a metal oxide film above it 
(i.e. the copolymer film is a coating on the metal oxide film; bridging paragraph of pages 4-5), 
films transmitting >=30% of light of 0.4 to 0.7 mu in wavelength and reflecting >=20% of light 
of 2 to 10 mu in wavelength. Copolymer films formed by copolymerizing 26 to 97 wt. % of 
alkyl methacrylates containing 1-4C alkyl, 3-74 wt.% of alkyl acrylates having 1-8C alkyl and 0- 
40 wt.% of copolymerizing monomers (methacrylic acid, acrylonitrile , styrene, etc.) [abstract] 
for use as a greenhouse film [last 2 sentences of page 8 and the first 6 lines of page 9]. 

JP-181 teaches the use of a copolymer film on a greenhouse in order to accelerate the 
growth of plants. JP-181 does not teach the specific properties of the polymer. However, '117 
teaches an alkali soluble film, comprising an acrylic polymer as a binder, which acrylic polymer 
is obtained by bulk polymerization and has a number average molecular weight of 1,000 to 
1,000,000, a polydispersity of 5 or less, and a glass transition temperature of the binder of -80°C 
or higher [abstract]. The specific monomers named in the instant claim 29 are found '1 17's 



Application/Control Number: 10/815 ,942 Page 6 

Art Unit: 1792 

examples, such as Example 1-1 [cols. 43-44], Example 2-27 [col. 53], and others. As for the 
acid value, the broad teaching of ' 1 17 is that the acid value is higher than 65 mg/g [col. 7, line 
44]. Specifically, example 2-21 shows the production of a polymer, which has a weight average 
molecular weigh of 32,000, a polydispersity of 2.2, and an acid value of 160 mg/g [reads on 
claims 29-32] 

As stated above, '117 teaches that the glass transition temperature is -80°C or higher. 
With respect to claims 33 and 41, '1 17 teaches that the glass transition temperature can be 0°C or 
higher [col. 7, lines 46-47] or 30°C or higher [col. 9, line 20]. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to optimize the glass transition 
temperature, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
In reAller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

'117 further teaches that for an alkali soluble adhesive the polymer binder is combined 
with solvent wax, tackifier, and if 100 parts of a polymer is combined with 0-400 parts of 
solvent, 0-50 parts of wax, and 0-50 parts of tackifier [col. 7, lines 17-22], then the amount of a 
binder as set forth in the instant claims 34 and 36 is clearly within the claimed range. 

'117 teaches the use of calcium carbonate as a pigment [reads on claim 35; col. 5, lines 
35-40] as well as the use of adhesion promoters [reads on claim 37; col. 5, lines 34-39] and of a 
polycarboxylic acid thickener [reads on claim 40; col. 39, 48-49]. 

JP-181 and '117 disclose substantially identical polymer films, wherein JP-181 teaches 
the use of these polymers for coating the surface of a greenhouse and '117 teaches the specific 
characteristics as instantly claimed. Therefore, there is a clear motivation and suggestion in both 
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references to use the polymer film of ' 1 1 7 as a coating to a greenhouse as taught by JP- 181. 

Regarding the recitation "removing the protective coating with a removing agent 
comprising a base and a complex former" in claims 29 and 41, this recitation is a statement of 
intended use (even though EP-067 teaches this limitation). The polymer is known and presumed 
to have the same properties of it being adhered to glass, since the prior art teaches it is capable of 
being performed. See MPEP 2114. 

8. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP-181 and ' 117 
as applied to claim 29 above, and further in view of Wieczorrek (U.S. Patent 4,409,266, 
hereinafter '266). 

Claim 38: JP-181 and ' 1 17 teach the limitations of claim 29 above. They do not 
explicitly teach silancs as adhesion promoters. '266 teaches a shatterproof coating of glass 
surfaces by coating the surfaces with a coating composition. The glass surfaces to be coated 
before application of the coating composition with a physically drying priming lacquer 
containing a silane adhesion promoter and a catalyst which accelerates hardening of the coating 
composition [abstract]. All of the above references are concerned with a protective coating 
applied to surface with adhesion promoters. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to utilize the silane adhesion promoter of '266 in the 
coating of JP-181/'l 17 because'266 teaches that it is a suitable material for use as an adhesion 
promoter. 
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Information Disclosure Statement 

9. The references on the IDS that have been lined through are either duplicate documents 
from an earlier submitted IDS or for failing to provide an explanation as to the relevance of the 
documents to the submitted application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NICOLE BLAN whose telephone number is (571)270-1838. The 
examiner can normally be reached on Monday - Thursday 8-5 and alternating Fridays 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Cleveland can be reached on 571-272-1418. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/N.B./ 

Examiner, Art Unit 1792 
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